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EXAMINING GROUP 3772 

PATENT 
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Customer No. 22882 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Confirmation No.: 9274 
Group Art Unit; 3772 
Examiner: Michael A. Brown 



In re Application of: 
Gary K. Michelson 
Serial No.: 08/480,461 
Filed: June 7, 1995 
For INSTRUMENTATION FOR THE 

SURGICAL CORRECTION OF HUMAN 

THORACIC AND LUMBAR SPINAL 

DISEASE FROM THE LATERAL 

ASPECT OF THE SPINE 

Sir: 

PRE-APPEAL BRIEF REQUEST FOR REVIEW 

In reply to the Office Action of June 27, 2007, Applicant submits the following 
remarks for consideration by the Members of the Pre-Appeal Brief Conference. 

I. Brief Background 

The application includes claims 95-139 and 141-241 (claims 90 and 140 were 
previously withdrawn) of which claims 95, 102, 108, 114, 115, 131, 138, 139, and 237 
are independent. Claims 95-139 and 141-241 stand rejected based on undue 
multiplicity under 35 U.S.C. § 1 12, second paragraph. This rejection is the subject of 
this Request for a Pre-Appeal Conference. The first office action in the present 
application was mailed May 26, 1998. After the substantive examination of the present 
application for over 8 years, in which all pending claims (except for dependent claim 
241) have been substantively examined at least twice and a substantial number of 
claims have been allowed, the Examiner in response to the reversal of all prior art 
rejections by a Pre-Appeal Conference Panel, for the first time rejected claims 95-139 
and 141-241 based on undue multiplicity. 

II. Clear Errors 

(1) The undue multiplicity rejection of claims 95-139 and 141-241 is erroneous at 
least for the following reasons: 

(a) the Examiner indicates that "where, in view of the nature and scope of 
applicant's Invention, applicant presents an unreasonable number of claims which are 
repetitious and multiplied, the net result of which is to confuse rather than to clarify, a 
rejection on undue multiplicity.,. may be appropriate 11 ; 

(b) contrary to the Examiner's contention, Applicant submits that the prosecution 
history of the present application shows that the Examiner substantively examined all 



RECEIVED 
CENTRAL FAX CENTER 

JUL 2 6 2007 



Pre-Appeal Brief Request for Review 07-26-07 



PACE 8/10 - RCVD AT 7/26/2007 3:33:37 PM [Eastern Daylight Time) ■ 6VR:USPTO-EFXRF-1/12 • DNIS:2738300 * CSID: 31 02862795 • DURATION (mm-ss):05-14 



From: MARTIN & FERRARO, LLP (CA) 



3102862735 



07/26/2007 12:36 8070 P. 007/010 



Application No. 08/480,461 
Pre-Appeal Brief Request For Review dated July 26, 2007 
Repty to Office Action of June 27, 2007 

pending claims (except for dependent claim 241) at least twice , and that, in the 
absence of any valid art rejection of the pending claims, a Notice of Allowance is 
merited; 1 

(c) evidencing the previous substantive examination of the claims, a majority of 
the independent claims and claims dependent therefrom were previously allowed: 

(i) independent claims 114, 115, 131, 138, and 237 were previously allowed; 2 

(ii) claims 141-180 and 238-240 depending from independent claims 114, 
1 15, 131, 138, or 237, or claims dependent therefrom, were previously allowed, and 
claims 181-208 depending from independent claim 131, or claims dependent therefrom, 
are allowable at least due to their dependency from an allowed independent claim; 3 

(d) since the Office Action of December 27, 2005 (containing the Examiner's last 
prior art rejections), Applicant made ho changes to the claims, and any 
outstanding prior art rejections of the claims were resolved in Applicant's favor: 

(i) in response to the Office Action of December 27, 2005, Applicant utilized 
the Pre-Appeal Conference procedure and prevailed in having the Examiner's 
remaining prior art rejections of the claims withdrawn, and, therefore, independent 
claims 95, 102, 108, and 139, and claims 96-101, 103-107, 109-113, 116-130, 132-137, 
209-236, and 241 4 depending from independent claims 95, 102, 108, or 139, or claims 
dependent therefrom, also appear to be in condition for allowance; 5 

(ii) in response to the withdrawal of the remaining prior art rejections by the 
Pre-Appeal Conference Panel, the Examiner after over 8 years of prosecution resorted 
to the undue multiplicity rejection that is the subject of this Request for a Pre-Appeal 
Conference; 

(e) as shown in Table 1 attached hereto, a substantial number of dependent 
claims are directed to subject matter already examined and determined to be 
allowable 6 : 



1 Applicant's Reply to the Office Action dated January 24, 2007 details the prosecution history of 
the present application, Incorporated by reference herein. 

2 Office Action dated December 27, 2005. 

3 Office Action dated December 27 ', 2005. 

4 Applicant's Reply to Office Action of March 30, 2007 inadvertently Indicates that dependent claim 
241 depends from Independent claim 237, and should have Indicated that claim 241 depends 
from independent claim 139. 

5 See Notice of Panel Decision from Pre-Appeal Brief Review of November 7 r 2006. 

6 Table 1 shows the status of the allowed claims with corresponding analogs prior to the Pre- 
Appeal Conference based on the Office Action dated December 27, 2007. The columns 
correspond to Independent claims 95, 102, 108, 114, 115, 131, 138, 139, and 237, and the rows 
include a listing of selected claims depending from each of the Independent claims or claims 
dependent therefrom, where dependent claims In the same row are directed to the same subject 
matter, and the rows and columns for the allowed claims are shaded in grey. 

- 2 - 
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(i) for all but seven 7 of the remaining rejected dependent claims (claims 97, 
99, 100, 101 , 103, 236, and 241 do not have corresponding analogs), the subject 
matter of the rejected dependent claims, as shown in Table 1, corresponds to the 
subject matter of dependent claims 181-207 which depend from allowed independent 
claim 131 and dependent claims 143, 152, and 153 which depend from allowed 
independent claim 1 1 4; 8 

(ii) regarding the un-shaded dependent claims included in Table 1 , since the 
Examiner has already examined the subject matter of these claims and determined it is 
allowable, Applicant submits that no additional burden is being placed on the 
Examiner; 9 

(f) the Examiner's previous substantive examination of the claims directly 
resulted In the number of independent claims being Increased, because, in response to 
the Examiner's indication of allowable subject matter, Applicant rewrote several 
dependent claims in independent form (specifically, independent claims 102, 1 14, 115, 
1 31 f and 138), therefore, the Examiner should be precluded from now arguing that the 
number of claims presented is unreasonable; 

(g) the Patent Office has indicated that decisions such as In re Flint 10 and In re 
Wakefield 11 have "severely cut back" on the application of undue multiplicity 
rejections: 12 

(i) In re Wakefield indicates that a finding in support of an undue multiplicity 
rejection that the number of claims is so large as to obscure the invention can be 
weakened by the Examiner's previous substantive examination of the claims; and, 
therefore, because in the present application all of the pending claims (except for 
dependent claim 241) have previously been substantively examined at least twice, 
Applicant submits that the effort expended during prosecution of the present application 
should preclude an undue multiplicity rejection; 



7 Pago 7 of Applicant's Reply to Office Action of March 30, 2007 should have Indicated that "for all 
but seven [rather than one]" of the remaining rejected dependent claims..." 

8, 9 In Table 1, independent claims 114, 115, 131, 138, and 237, and claims 141-180 and 237-240 
depending therefrom, or claims dependent therefrom, were allowed by the Examiner, and claims 
181-203 depending from independent claim 131, or claims dependent therefrom, are allowable at 
least due to their dependency from an allowable independent claim. Dependent claims 97, 99, 
100, 101 1 103, 236, and 241 are not included in Table 1 because these dependent claims do not 
have corresponding analogs. Furthermore, dependent claims 104, 105, 107, and 134 were not 
Included in Table 1 because the Examiner Indicated that these claims included allowable subject 
matter. 

10 411 F.2d 1353, 162 U.S.P.Q. 228 (CCPA 1969). 

11 422 F.2d 897, 164 U.S.P.Q. 636 (CCPA 1970). 

12 See Changes to Implement Business Goals, Part II, October 5, 1998, Fed. Reg. Vol. 63, No. 192. 
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(h) although the Examiner relied on In re Chandler 13 in support of the undue 
multiplicity rejection, the Patent Office has indicated in subsequent decisions that "the 
CCPA has declined to hold that the presentation of any particular number of claims is 
so excessive as to confuse or obscure the inventions defined by the claims;" 14 

(i) for example, Ex parte Blmbaum 16 indicates that "the mere psychological 
reaction to this amount of material [forty (40) pages of claims in Ex parte Birnbauml 
does not, in and of itself, constitute a legal basis for rejection;" 

(i) furthermore, decisions following In re Chandler require a showing by an 
Examiner in support of an undue multiplicity rejection that "the claims are so unduly 
multiplied that they are difficult to understand, making examination impossible, or that 
the claims are for the most part duplicates, 016 and, because the Examiner has not made 
a showing of how the claims are unduly multiplied, the multiplicity rejection is improper; 

(j) consequently, the status of the pending claims, in addition to the effort 
expended in the previous substantive examinations thereof, is contrary to the 
Examiner's contention that Applicant presents an unreasonable number of claims, 
which are repetitious and multiplied, the net result of which is to confuse rather than to 
clarify; and 

(k) accordingly, the undue multiplicity rejection under 35 U.S.C. § 1 12, second 
paragraph, is improper and should be withdrawn. 
111. Conclusion 

Reconsideration the outstanding rejection is required in view of the preceding 
comments. Issuance of a timely Notice of Allowance of the claims is earnestly solicited. 

Respectfully submitted, 
MARTIN & FERRARO, LLP 



Dated: July 26. 2007 



1557 Lake O'Pines Street, NE 
Hartville, Ohio 44632 
Telephone: (310)286-9500 
Facsimile: (310) 286-2795 




Registration No. 37,129 



13 319 F.2d211, 138 U.S.P.Q. 138 (CCPA 1983). 

14 See USPTO Changes to Implement Business Goals. 

15 161 U.S.P.Q. 635. at 637 (BPAI 1968). 

16 Id. 
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